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2a)Q This action is FINAL. 2b)[3 This action is non-final. 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Specie A in the reply filed on 12/26/2006 
is acknowledged. 

Claims 5 and 7-8 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected specie,, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 22 December 
2006. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4, 6 and 9-15 rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The term "carrier gas" is indefinite as to its meaning. Although the term is usually 
well understood, here it appears that applicant is using some special meaning. In the 
specification it is disclosed that oxygen is carrier gas and the metal vapor is the species 
which is carried by the carrier. But claim 1 indicates that the metal vapor is part of the 
carrier gas. It is unclear whether there must be some third component which is carried 
by the oxygen and the metal vapor. To put it another way: the term "carrier" must carry 
some weight: Examiner cannot ignore any claim terms as having no weight. Thus it is 
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deemed that "carrier gas" must be narrower in scope than just "gas" - but it is unclear 
what that scope might possibly be. 

The same sort of confusion exists with "peak" - for example in claim 4. 
Examiner must assign some meaning to the term, but none seems reasonable. There 
is no explanation in the specification as to what is meant. To put it another way: one 
should be able to be able to substantially copy the invention of claim 3, even with a 
concentration above 0.01 wt % - as long as it is not a "peak" concentration. But this 
seems to be impossible with any standard definition for "peak" - thus it is assumed that 
applicant is using some special definition for "peak". There is no indication as to what 
that special definition is. 



Claim Rejections - 35 (JSC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countryor in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent . 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Application/Control Number: 10/750,384 Page 4 

Art Unit: 1731 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Elion 
4473599. 

Looking to figure 2 of Elion: 12 is the glass rod that is inserted in the glass tube 
28. The heating is disclosed at least at col. 3, line 53. The flowing a carrier gas is 
disclosed at col. 3, line 59. Sodium hydroxide comprises both sodium and oxygen. 

Claims 1-4, 6, 9-10 and 12-14 are rejected under 35 U.S.C. 102(e) as being 
anticipated by DiGiovanni 2004/0031290. 

Figure 7 represents the inserting step of glass rod 50 into glass tube 62. 72 
represents the heating step. A gas comprising oxygen is flowed between the tube and 
the rod; see paragraph [0057]. It is deemed inherent that the gas also comprises alkali 
metal vapor. From MPEP 21 12: "The express, implicit, and inherent disclosures of a 
prior art reference may be relied upon in the rejection of claims under 35 U.S.C. 102 or 
103." [0064] discloses the use of potassium hydroxide. [0035] and [0036] indicate that 
the hydroxides creates vapors. Applicant's disclosure also indicates that potassium 
can form vapors. It is deemed inherent that at least some of the DiGiovanni potassium 
is vaporized and swept away by the oxygen-containing gas. Such gas would flow 
between at least of portion of the tube and a portion of the rod. 

Claim 2 see figures 9-1 0. 

Claims 3-4: See [0064] which indicates that the pores have a liquid with a 3% 
concentration of a metal oxide - a hydroxide is deemed to be an oxide - prior to the 
inserting step. 
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Claims 6 and 1 3-1 4: see [0059]. 
Claim 9: see at least [0026] and [0003]. 

Claim 10: [0042] refers to using non-chlorine halides (i.e. "other halide"). Given 
that there are only 5 halides, such is equivalent to referring to fluorine, iodine, bromine 
and astatine. The tube comprises fluorine because the fluorine is in the middle of the 
tube. Also, one would expect that some of the fluorine would diffuse into the glass of 
the tube. 

Claim 12: [0003] disclose "highest purity" glass. This reasonably suggests 
essentially no chlorine or any other impurity. See also [0025] which reasonably suggest 
no chlorine - since sol gel techniques do no require any chlorine. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 1-4, 6, 9-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DiGiovanni 2004/0031290. 

See how DiGiovanni is applied above. Everything except the metal vapor is 
taught. It would have been obvious to expect there to be potassium vapors that get 
swept away by the oxygen gas. 

As to claim 11: Examiner takes Official Notice that it is well known that OH 
groups cause absorption. Corning owns numerous patents which show this. It would 
have been obvious to have the OH content as low as possible so as to eliminate the as 
much absorption as possible. See also [0042] which teaches such dehydration - but 
fails to indicate the amount of dehydration. 
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Claim 15 is are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DiGiovanni 2004/0031290 as applied to claim 1, and further in view of Terasawa 
6062046. 

Claim 16 requires adding a layer in the tube. [0002] of DiGiovanni discloses 
MCVD which adds a layer to the inside of a tube. Figures 4 and 5 of Terasawa (and the 
associated text) show that one can use MCVD to create different profiles in fibers. It 
would have been obvious to add layers via MCVD in the DiGiovanni process, depending 
upon the type of fiber profile one desires. 

It is also noted that from [0003] of Applicant's specification that MCVD is a typical 
fiber making process. 

Information Disclosure Statement 

The information disclosure statement filed 8-26-05 fails to comply with 37 CFR 
1 .98(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

No copy of the Japanese patent was submitted. There was only an EPO 
abstract for it. 



Application/Control Number: 10/750,384 
Art Unit: 1731 



Page 8 



Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Krohn, Sigel, Ikeda, and Bachmann are cited as being art found 
during the prior art search. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JMH 




